Chapter 4 

Examiner Initial Comments 



4.1 Information Disclosure Statement 

The information disclosure statement (IDS) submitted on 06/22/2004 was 
filed in compliance with the provisions of 37 CFR 1.97. Accordingly, the 
information disclosure statement is being considered by the examiner. 

1-1 Applicant Response 

These documents, many referenced in the 2004 application show the practical 

application of Economic Scenario Generators (ESG's) to financial institution 

risk management and valuation. Insurance companies use ESG's to generate 

scenarios of economic variables such as yield curves to use in cashflow models. 

The term Economic Scenario Generator and ESG first appeared in applicant's 
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paper with Steve Craighead. Applicant began using ESG and Economic 
Scenario Generator with TM around that time. 

http : //www . soa . org/library/research/actuarial-research- clearing-house/ 
1990-99/1997/arch- l/arch97vl27 . pdf 

"1997 VOL. 1. Economic Scenario Generator for Insurance and Pension. 
Rational Decision Making Under Uncertainty" by Steve Craighead and Mark 
Tenney. 

This term has been subsequently used by others as well including stan- 
dards groups, educators at actuarial meetings and vendors. 

4.2 Status of Claims 

Claims 1-24 are pending in this application. Claims 10-16 are canceled and 
claims 1,3,4,5,9 and 11 are amended. Claims 17-24 are new. 



Chapter 5 

Examiner Response to 
Arguments. 

0-1 Applicant's arguments, see pgs 29-34 Objection 
Withdrawn 

1. Applicant's arguments, see pgs 29-34, filed 03/30/2009 with respect to the 
objection to the specification have been fully considered and are persuasive. 
The objection of 10/26/2007 has been withdrawn. 

0-2 Applicant's arguments, see pgs 37-38 Objection 
Withdrawn 

2. Applicant's arguments, see pgs 37-38, filed 03/30/2009 with respect to 
the numbering of claims 1-16 have been fully considered and are persuasive. 
The claim objection of 10/26/2007 has been withdrawn. 
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0-3 Applicant's arguments, see pg 40 Objection With- 
drawn 

3. Applicant's arguments, see pg 40, filed 03/30/2009, with respect to claim 

3. 9, 11, 13, and 14 infomalities have been fully considered and are persuasive. 
The claim objection to 10/26/2007 has been withdrawn. 

0-4 Applicant's arguments, see pgs 40-43 Objection 
Withdrawn 

4. Applicant's arguments, see pgs. 40-43, filed 03/30/2009, with respect to 
improper dependent form of claims 4,5, and 10, 11, and 12 have been fully 
considered and are persuasive. The claim objection of 10/26/2007 has been 
withdrawn. 

0-5 Applicant's arguments, see pg 44 Objection With- 
drawn 

5. Applicant's arguments, see pg. 44 filed 03/30/2009, with respect to the 
description of claims 1-16 have been fully considered and are persuasive. The 
claim objection of 10/26/2007 has been withdrawn. 
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0-6 Applicant's arguments, see pg 45 Objection With- 
drawn 

6. Applicant's arguments, see pg. 45, filed 03/30/2009, with respect to claims 
10-16 have been fully considered and are persuasive. The 101 rejection of 
10/26/2007 has been withdrawn. 

0-7 Applicant's arguments 101 Rejection 1-9 Not Per- 
suasive in re Bilski 

7. Applicant's arguments filed 03/30/2009 have been fully considered but 
they are not persuasive. With regard to the 101 rejection of claims 1-9 the 
examiner rejected these claims due to lack of patentable utility. With regard 
to the method claims, the Court of Appeals for the Federal Circuit recently 
decided in re Bilski that a method claim must meet a specialized, limited 
meaning to qualif as a patent eligible process claim. The test for a method 
claim is whether the claimed method is (1) tied to a particular machine or 
apparatus, or (2) transforms a particular article to a different state or thing. 

In the present case the reference to a computer in claim 1 is similar to 
a reference in the preamble to another statutory class. Without a sufficient 
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tie in the body of the claim to the machine or apparatus in the preamble 
the claim is not considered a patent eligible process because the machine or 
apparatus must impose meaningful limits on the claims scope. 

In the present case, the extent to which the computer is used is not 
defined, therefore a meaningful limit on the scope of the claim cannot be 
assessed. Additionally, according to MPEP 2107, a claimed invention must 
have a specific and substantial utility as asserted by the disclosure of the 
invention. 

In the present case, claim 1 is directed towards the simulation of variables 
using a particular process. Based on the disclosure it cannot be determined 
what is the specific utility of these variables and if the utility is substantial if 
there is one. A practical utility is a shorthand way of attributing real world 
value to a claimed subject matter. In other words, one skilled in the art can 
use a claimed discovery in a manner which provides some immediate benefit 
to the public (MPEP 2107.01). 
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0 - 7.1 Applicant's response i4i patent 

I4i patent is 5787449. This patent was recently upheld by CAFC. Its claims 
make little mention of a computer but were upheld. Thus applicant's use of 
computer is within the practice upheld by the CAFC. 

1. A computer system for the manipulation of the architec- 
ture and content of a document having a plurality of metacodes 
and content by producing a first map of metacodes and their ad- 
dresses of use in association with mapped content; said system 
comprising: 

metacode map distinct storage means; means for providing a 
menu of metacodes to said metacode storage means; and means 
for compiling said metacodes of the menu by locating, detecting 
and addressing the metacodes in the document to constitute the 
map and storing the map in the metacode storage means; and 
means for resolving the content and the metacode map into the 
document. 
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The i4i patent was upheld by the CAFC in late 2009. 

http : //www . caf c . uscourts . gov/opinions/09- 1504 . pdf 

This involved in injunction on Microsoft to sell Microsoft Word and a 
judgement of 290 million dollars, all upheld. This is an important case with 
big amounts of money and an injunction of a widely used word processor, 
and the patent was upheld. The CAFC allowed the claims even though the 
word computer appears only once in claim one. 

Claim 14 is independent and does not have any mention of a computer. 

The majority opinion of the CAFC particularly points out claim 14 and 
states Page 5 of pdf of CAFC opinion, which is numbered as page 4: 

The documents content is stored in a data structure called 
mapped content. Claim 14 is illustrative: 

Then the CAFC recites claim 14 

14. A method for producing a first map of metacodes and 
their addresses of use in association with mapped content and 
stored in distinct map storage means, the method comprising: 



providing the mapped content to mapped content storage 
means; providing a menu of metacodes; and compiling a map of 
the metacodes in the distinct storage means, by locating, detect- 
ing and addressing the metacodes; and providing the document 
as the content of the document and the metacode map of the 
document. 



Then the CAFC states 



Separate storage of a documents structure and content was 
an improvement over prior technology in several respects. Im- 
portantly, it has allowed users to work solely on a documents 
content or its structure. Id. at col. 7 11.6-11, 17-20. 

So the majority opinion of the CAFC upholding the i4i patent distinctly 
points out claim 14 which never mentions the word computer. The opinion 
praises this claim while upholding it. 



42 CHAPTERS. EXAMINER RESPONSE TO ARGUMENTS. 

0 - 7.2 Applicants response ESG file size 78 megabytes 

Economic scenario generators often involve runs of 1000 or 10000 scenarios 
of monthly time intervals for 30 to 50 years. One file for example takes 78 
megabytes of code. That is with 1000 scenarios, 674 time points including 
the initial time point with 10 points on the yield curve, i.e. yields of bonds 
with 10 different maturities, 3 months, 6 months, 1 year, 2,3, 5, 7, 10, 20 and 
30 years. This is a typical run and the type of run applicant's company was 
doing already in the 1990's using the Double Mean Reverting Process ESG. 

ESG's could not be done apart from being done on computers. So its an 
inherent part of their use to be done on computers. Moreover, this is gone 
over at length in the specification. 

0 - 7.3 Extent to which computer used is specified in specifica- 
tion in accordance with MPEP 2111.01 IV. APPLICANT 
MAY BE OWN LEXICOGRAPHER 

Examiner comment 

In the present case, the extent to which the computer is used 
is not defined, therefore a meaningful limit on the scope of the 



claim cannot be assessed. 

In the specification its stated specifically that terms of calcuation refer to 
calculation on a computer. 

2111.01 Plain Meaning [R-5] - 2100 Patentability 

IV. j APPLICANT MAY BE OWN LEXICOGRAPHER 
An applicant is entitled to be his or her own lexicographer 
and may rebut the presumption that claim terms are to be given 
their ordinary and customary meaning by clearly setting forth 
a definition of the term that is different from its ordinary and 
customary meaning(s). See In re Paulsen, 30 F.3d 1475, 1480, 
31 USPQ2d 1671, 1674 (Fed. Cir. 1994) (inventor may define 
specific terms used to describe invention, but must do so "with 
reasonable clarity, deliberateness, and precision" and, if done, 
must " 'set out his uncommon definition in some manner within 
the patent disclosure' so as to give one of ordinary skill in the art 
notice of the change" in meaning) 
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This is done at length in the patent specification. 

(Note counter for definition is different from in this amendment) 
Starting at Paragraph 0423 Page 15 of pdf of the patent application pre- 
pared by USPTO and on the Internet. 

Definition 5.1 (Equation) In the context of forming computer or network 
algorithms, an equation shall have the following meaning. Except where an 
implicit method is indicated an equation shall have the same meaning as in 
a programming language like C, C++, FORTRAN, or higher or lower level 
computer languages. It shall mean the machine or the process as appropriate 
to the context of the claims for computer related processes, machines or 
patentable subject matter as in patent office guidelines, 705 type patents, 
and decisions of the CAFC or other courts. Where an equation is used 
for an implicit algorithm it means the calculation of the disrepancy of the 
equation or deviation as appropriate to an implicit algorithm. In the case 
of stochastic differential equations or partial differential equations or other 
equations requiring an algorithm, a standard algorithm or an algorithm in the 
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patent shall be understood as appropriate means unless the context clearly 
indicates some other meaning. 4 



Note 5.1 (Diagrams as Computer or Process Diagrams) In the con- 
text of forming computer algorithms or stating the use of a computer or 
network a diagram shall have the following meaning. In such context, a dia- 
gram or several diagams shall be understood as referring to processes involv- 
ing computers, machines or other patentable processes, machines, methods, 
etc as are common in 705 type patents, patent office guidelines, decisions of 
the CAFC and other courts. 4 

Definition 5.2 (Function) In the context of forming computer or network 
algorithms, a function shall have the following meaning. A function in this 
context means as in C, C++, etc. a set of operations or a computer function 
or subroutine and the appropriate encoding of it onto a computer. In some 
cases, an implicit algorithm is indicated by the context or the prior art of 
this patent. 4 
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Note 5.2 (References as Computer Calculations) Where references (i.e 
texts like a book or article) are referred to, their use of equations, functions, 
calculations, algorithms, etc. when used as part of the specification or patent 
shall be understood as referring to the definitions of function, equation, cal- 
culation, etc. given here. 4 

Definition 5.3 (Calculation) In the context of forming computer or net- 
work algorithms, calculation means using a machine programmed for that 
purpose including a computer or if appropriate a computer. 4 
0 - 7.4 Practical utility of scenarios 

Prom specification is the following extract which reviews papers and this 
work. Those of ordinary skill in the art of economic scenario generators 
would be familiar with the extensive use of economic scenario generators in 
actuarial work or financial services. 

See Paragraph [030] of the specification as prepared by USPTO. This 
is page 14 of the pdf version of the specification, first column, section 2-6 
[Actuarial Work]. 
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0-7.5 Actuarial Work 

American Academy of Actuaries. C3 Phase I and C3 Phase II use models for 
simulatin of assets and liabilities for determining required capital. 

See the work of Geoff Hancock of William Mercer and in Canadian In- 
stitute of Actuaries, Society of Actuaries and other meetings reporting on 
C3 Phase II and the Canadian OSFI regulations in this area. See Geoffrey 
Hancock on bring risk into capital management [64], as well as the other 
talks in that session, all collected into a pdf file by the SOA. See [103], [102] 
and at SOA [116], [88]. 

See also the reports of C3 Phase II of the American Academy of Actuaries 
[1 i I], [1 13], and [115]. See also previous reports on Universal Valuation 
System (UVS) of the American Academy of Actuaries and on Equity Indexed 
Annuities of the same organization. See the work of Mary Hardy such as 
[65] for the above organizations and in her book on guarantees in insurance 
products [66]. A regime switching model for equity volatility and return is 
reported by Hardy and also by Hancock in the above and has been used by 
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these organizations. The above reports can be found by searching on their 
titles or authors or on the web pages of those organizations. The above are 
a selection of the material of these organizations and individuals that will be 
found from these searches. 

See also Casualty Actuary Society papers and work on Dynamic Financial 
Analysis (DFA), as well as on interest rate models and stochastic simulation. 
See also papers of other actuarial organizations including the Institute and 
Faculty of Actuaries, and the International Actuarial Association. Also the 
ETH insurance, finance and mathematics group, and the actuarial depart- 
ment at the University of Waterloo. 

0 - 7.6 Note on Actuarial Work 

The specification is for one of ordinary skill in the art of economic scenario 
generators. Applicant has been teaching seminars or sessions on ESG (not 
always called that) for Society of Actuaries since the mid 1990's. There 
are extensive sessions and courses by others for SOA. Other vendors sell 
Economic Scenario Generators, as can be seen by searching on the term. 
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Results 1 - 100 of about 96,700 for "Economic Scenario Generator" 
on Google. 

Results 1 - 7 of 7 from actuary.org for "Economic Scenario" Tenney 

Actuary.org is for American Academy of Actuaries which advises the 
NAIC, National Association of Insurance Commissioners. They prepare 
model laws for the states. 

Results 1 - 14 of 14 from naic.org for "Economic Scenario". 

Economic scenario files containing interest rates and or equity index val- 
ues can be and are sold to companies. These computer readable files are 
used by them in cash flow projections in the different scenarios of asset and 
liabilties. These are used to determine if they stay solvent, i.e. can pay all 
their obligations in the scenarios. Insurance companies do monthly projec- 
tions for 30 years. Banks have done value at risk calculations for 1 to 10 
days. It was the banks that required the bailout from the US government 
in the recent financial crisis, except for AIG which had a financial products 
unit that managed to avoid state regulation. 
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Given scenarios of interest rates and equity prices, a financial institution 
can calculate the payments on its liabilities and the payments it receives from 
its assets and determine if it can make the payments in those scenarios. If 
they do 1000 scenarios, they can see if they make their payments in say 95 
percent of them. If they do, then they are solvent at the 95th percentile 
level. Sometimes they use all their assets, and this tests capital adequacy. 
Sometimes a portion of assets are used and this tests reserve adequacy. In 
some form or another, whether required or not by regulations, insurance 
companies have been doing this type of testing since at least the mid 1990's 
and even earlier in some cases. 

A further search 

Results 1 - 12 of 12 from soa.org for "Economic Scenario" Tenney. 

The NAIC is made of state insurance commissioners or their staff. They 
are typically not as sophisticated as actuaries in economic scenarios. Nonethe- 
less, at the Sep 2009 meeting of the NAIC, economic scenario generators were 
discussed and the state employees had intelligent and thoughtful comments 
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on the Academy of Actuaries SLV ESG, which was presented at the LHATF 
session of the NAIC. The applicant is on the committee of the Academy of 
Actuaries that prepared the SLV model and that set proposed calibration 
rules for other ESG's to qualify to be used instead of the SLV model. The 
idea is that vendors and companies can develop better models than SLV and 
then companies get the benefit of that. The idea is that better ESG's will 
avoid costly bailouts, particularly ones that come from extended low rates 
when all the companies would need a bailout at once. The Regime Switching 
ESG's in this application, made in 2004, in fact allows for stress scenarios to 
be generated that the SLV model does not do. This includes high interest 
rates and short rates above long rates in 5 years. These can be stress condi- 
tions for companies. High rates means they lose money on bonds they buy 
now. Short rates above long rates means that they pay out high rates to keep 
customers but earn low rates on long term bonds if they buy those to lock 
in the higher rates available. Insurance companies make rate guarantees for 
decades in the future. So extended low rates can be a problem. The Regime 
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Switching ESG's of the type in the patent can produce extended low rate 
scenarios while at the same time meeting other calibration requierments for 
other types of scenarios and at the same time producing more yield curve 
inversions and high rates at the end of 5 years than the SLV and without 
disorting the scenarios by using extreme volatilities. Thus they are practical 
for insurance companies, customers who expect to be paid on their policies, 
state governments which can't bailout the whole insurance industry at once 
for extended low rates and the federal government which is already maxed 
out with its own many financial obligations. 

0-8 Applicant's arguments, see pgs 48-49 Objection 
Withdrawn 

8. Applicant's arguments, see pgs. 48-49, filed 03/30/2009, with respect to 
claims 10-16 have been fully considered and are persuasive. The 101 rejection 
of claims 10-16 have been fully withdrawn. 
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0-9 Applicant's arguments, see pgs 51-52 Objection 
Withdrawn 

9. Aplicant's arguments, see pgs 51-52, filed 03/30/2009, with respect to 
claims 1-16 have been fully considered and are persuasive. The objection of 
claims 10-16 has been withdrawn. 
0-10 Rejections Below Comment 

A review of the claims and updated search necessitated the rejections below. 
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Chapter 6 
Claim Objections 



6.1 Claims 1,8, and 18 Informalities 

1. Claims 1,8, and 18 are objected to because of the following informalities: 
The independent claims do not follow suggested USPTO format. See 37 CFR 
1.75(e). Appropriate correction is quired. 

1-1 Applicant response 

The claims have been redrafted. Also studies show that the Jepson format 

is rarely contained in USPTO patents. For example, its not present in the 

i4i patent 5787449 in claim one or claim 14 of that patent, which was upheld 

by the CAFC in late 2009 including an injunction on Microsoft Word sales. 
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6.2 Claims 3,5, and 9 Informalities 

2. Claims 3,5, and 9 are objected to because of the following informalities: 
As stated previously, the guidelines for making claim amendments should be 
followed. Any words deleted should be shown as striked out and any words 
added should be shown as underlined. If striking out or underlining of words 
is too extensive or complicated a claim can be canceled and rewritten as new. 
Appropriate correction is required. 

2-1 Applicant response 

Claims are canceled and new claims are submitted. 

6.3 Claims 2 Indefinite 

3. Claim 2 is objected to as being indefinite for failing to particularly point 
out and distinctly claim the subject matter which applicant regards as the 
invention. Claim 2 recites the limitation "the RS-VAR" in line 2. There is 
insufficient basis for the limitation in the claim. The preceding claim refer- 
ences an essential RS-VAR. The specification makes a distinction between an 
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RS-VAR and an Essential RS-VAR. Therefore the reference to the RS-VAR 
suffers from a lack of antecedent basis. 



3-1 Applicant response 

The claims were canceled and new claims submitted. 

6.4 Claims 1-9 17-24 Indefinite 

4. Claims 1-9 and 17-24 are objected to as being indefinite for failing to par- 
ticularly point out and distinctly claim the subject matter which applicant 
regards as the invention. In the present case, the claims do not delineate the 
steps required to simulate GFV variables using an essential RS-VAR. The 
examiner is forced to discern how this is done by referencing the specifica- 
tion, however, the examiner is precluded from importing limitations from the 
specification into the claims. As a result a reasonable search and complete 
examination by the examiner is not possible. 
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4- 1 Applicant response 

The applicant can be own lexicographer. The terms are defined in the speci- 
fication. Thus its not a matter of importing limitations into the specification. 

6.5 Note on obtaining representation 

The examiner strongly suggests that the applicant retain a qualified patent 
attorney or agent or at the least consult available literature on claims con- 
struction and patent prosecution. It is in the applicant's best interest to 
obtain the best and broadest protection possible through proper claim con- 
struction and disclosure of the invention. 

5- 1 Applicant response 

Applicant points out following 

http : //www . uspto . gov/web/of f ices/pac/mpep/document s/ 0700_707_ 
07_j .htm 

707.07Q) State When Claims Are Allowable [R-5] - 700 Ex- 
amination of Applications 707.07(j) State When Claims Are Al- 



NOTE ON OBTAINING REPRESENTATION 
lowable [R-5] 

I. INVENTOR FILED APPLICATIONS 

When, during the examination of a pro se application it be- 
comes apparent to the examiner that there is patentable subject 
matter disclosed in the application, the examiner should draft 
one or more claims for the applicant and indicate in his or her 
action that such claims would be allowed if incorporated in the 
application by amendment. 

This practice will expedite prosecution and offer a service to 
individual inventors not represented by a registered patent at- 
torney or agent. Although this practice may be desirable and is 
permissible in any case deemed appropriate by the examiner, it 
will be expected to be applied in all cases where it is apparent 
that the applicant is unfamiliar with the proper preparation and 
prosecution of patent applications. 

II ALLOWABLE EXCEPT AS TO FORM 



CHAPTER 6, CLAIM OBJECTIONS 
When an application discloses patentable subject matter and 
it is apparent from the claims and applicant's arguments that 
the claims are intended to be directed to such patentable subject 
matter, but the claims in their present form cannot be allowed be- 
cause of defects in form or omission of a limitation, the examiner 
should not stop with a bare objection or rejection of the claims. 
The examiner's action should be constructive in nature and, when 
possible, should offer a definite suggestion for correction. Further, 
an examiner's suggestion of allowable subject matter may justify 
indicating the possible desirability of an interview to accelerate 
early agreement on allowable claims. 

If the examiner is satisfied after the search has been completed 
that patentable subject matter has been disclosed and the record 
indicates that the applicant intends to claim such subject matter, 
the examiner may note in the Office action that certain aspects 
or features of the patentable invention have not been claimed 



NOTE ON OBTAINING REPRESENTATION 

and that if properly claimed such claims may be given favorable 

consideration. 
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Chapter 7 

Claim Rejections 35 U.S-C- 
Section 101 

7.1 Claims 18-21 non statutory rejected 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, man- 
ufacture, or composition of matter, or any new and useful improvements 
thereof, may obtain a patent thereof, subject to the conditions and require- 
ments of this title. 

1. Claims 18-21 are rejected under 35 U.S.C. 101 because the claimed 

invention is directed to non-statutory subject matter. In the present case, 

neither a portfolio nor a financial product are considered statutory subject 
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matter. MPEP 2106 IV. B states: 

The burden is on the USPTO to set forth a prima facie case of un- 
patentability. Therefore if USPTO personnel determine that it is more likely 
than not that the claimed subject matter falls outside all of the statutory 
categories, they must provide an explanation. For example, a claim reciting 
only a musical composition, literary work, compilation of data, ^signaj, or 
legal document (e.g. an insurance policy) per se does not appear to be a 
process, machine, manufacture, or composition of matter. 
1-1 Applicant response 

Claims are canceled. 



Chapter 8 
Conclusion. 

8.1 Action made final 

This action is made final. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first 
reply is filed within TWO MONTHS of the mailing date of this final action 
and the advisory action is not mailed until after the end of the THREE- 
MONTH shortened statutory period, then the shortened statutory period 
will expire on the deate the advisory action is mailed, and any extension fee 

pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of the 
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advisory action. In no event, however, will the statutory period for reply 
expire later than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to William E. Rankins whose telephone 
number is 571-270-3465. The examiner can normally be reached on M-F 7:30 
AM - 5.00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Thomas Dixon can be reached on 571 272 6803. The 
fax phone number for the organization where this application or proceeding 
is assigned is 571-273-8300. 

1-1 Response to Made Final 
1-1.1 MPEP 706 Rejection of Claims [R-5] 

http : //www . uspto . gov/web/of f ices/pac/mpep/document s/0700_706 . htm# 
sect706 



II. DEFECTS IN FORM OR OMISSION OF A LIMITA- 
TION; CLAIMS OTHERWISE ALLOWABLE 



8.L ACTION MADE FINAL 

When an application discloses patentable subject matter and 
it is apparent from the claims and the applicants arguments 
that the claims are intended to be directed to such patentable 
subject matter, but the claims in their present form cannot be 
allowed because of defects in form or omission of a limitation, 
the examiner should not stop with a bare objection or rejection 
of the claims. The examiner's action should be constructive in 
nature and when possible should offer a definite suggestion for 
correction. 

III. PATENTABLE SUBJECT MATTER DISCLOSED BUT 
NOT CLAIMED 

If the examiner is satisfied after the search has been completed 
that patentable subject matter has been disclosed and the record 
indicates that the applicant intends to claim such subject matter, 
he or she may note in the Office action that certain aspects or 
features of the patentable invention have not been claimed and 
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that if properly claimed such claims may be given favorable con- 
sideration. 

Applicant respectfully requests examiner to consider whether in light of 
this amendment and prior discussions, this is now the case. 
1 - 1.2 MPEP 706.07 Final Rejection [R-3] 

http : //www . uspto . gov/web/of f ices/pac/mpep/document s/0700_706 J)7 . 
htm#sect706.07 

Before final rejection is in order a clear issue should be devel- 
oped between the examiner and applicant. To bring the prose- 
cution to as speedy conclusion as possible and at the same time 
to deal justly by both the applicant and the public, the invention 
as disclosed and claimed should be thoroughly searched in the 
first action and the references fully applied; and in reply to this 
action the applicant should amend with a view to avoiding all the 
grounds of rejection and objection. Switching from one subject 
matter to another in the claims presented by applicant in succes- 
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sive amendments, or from one set of references to another by the 
examiner in rejecting in successive actions claims of substantially 
the same subject matter, will alike tend to defeat attaining the 
goal of reaching a clearly defined issue for an early termination, 
i.e., either an allowance of the application or a final rejection. 

Applicant respectfully requests the examiner to consider whether this 
does not characterize the office actions in this case. In particular, examiner 
himself in the interview with applicant specifically said the next action would 
not be final. Examiner wanted applicant to add to the specification and to 
modify the claims to make them longer and more explicit. Applicant has 
done as instructed in this amendment. 

1-1.3 MPEP706.07(a) Final Rejection, When Proper on Second 
Action [R-6] 

http : //www . uspto . gov/web/of f ices/pac/mpep/document s/0700_706_07_ 
a. htm 

Under present practice, second or any subsequent actions on 



70 CHAPTER 8. CONCLUSION. 

the merits shall be final, except where the examiner introduces a 
new ground of rejection that is neither necessitated by applicant's 
amendment of the claims, nor based on information submitted in 
an information disclosure statement filed during the period set 
forth in 37 CFR 1.97(c) with the fee set forth in 37 CFR L17(p). 

Applicant respectfully submits that new rejections/objections were raised 
in the action made final and that it should not have been made final. 
1 - 1.4 MPEP 707.07(g) Piecemeal Examination 

http : //www . uspto . gov/web/of f ices/pac/mpep/documents/0700_707_07_ 
g.htm 

707.07(g) Piecemeal Examination 

Piecemeal examination should be avoided as much as possible. 

Applicant respectfully requests examiner to look back at the record and 
see if this is not indicated in the record in this case. In particular, the 
first office action indicated that no examination was possible because of the 
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form of the specifiation being incomprehensible. However, prior to that date, 
USPTO had published the patent application in its format. Should not the 
rejctions and objections raised in the latest action have been raised in the 
initial office action? Doesn't this make the record in this case piecemeal? 

1 - 1.5 2111.01 Plain Meaning [R-5] IV. j APPLICANT MAY BE 
OWN LEXICOGRAPHER 

http://www.uspto.gov/web/offices/pac/mpep/documents/2100_2111_01 . 
htm 

An applicant is entitled to be his or her own lexicographer 
and may rebut the presumption that claim terms are to be given 
their ordinary and customary meaning by clearly setting forth 
a definition of the term that is different from its ordinary and 
customary meaning(s). 

Applicant submits as argued earlier that the specification makes clear the 
limitation to a computer. Thus claim one for example is statutory in that 
it is directed to use of a computer and this was discussed earlier by quoting 
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from the specification to show that this was clearly defined as required and 
allowed by MPEP 2111.01 IV. 

1-1.6 Extensive Revisions to comply with examiner comments 

Applicant appreciates examiner's comments and work to analyze the patent 
and prepare examiner's comments. Applicant has considered these com- 
ments, objections and rejections carefully and has prepared new claims to 
conform with these objections and rejections to expedite the allowance of 
claims by examiners in view of the importance to the financial system of get- 
ting this technology into financial institutions during the crisis. Fed Chair- 
man Bernanke praised the non-regime switching DMRP in 2004 and the 
regime switching version is better suited to the current conditions with a 
risk of a transition to high inflation, high interest rates and possibly short 
rates above long rates which puts extreme stress on banks and insurance 
companies. The non-regime switching version of DMRP has been used by 
financial institutions that are clients of applicant's company Mathematical 
Finance Company since the 1990's and also been provided by applicant to 
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the American Academy of Actuaries taskforce on Equity Indexed Annuities 
in the 1990's and Uniform Valuation System c. 2000 which is the precursor 
to the current insurance industry change to reserves and capital based on 
economic scenarios. 

Examiner at time of the interview requested additions to the specifications 
as well to make the application more comprehensible to examiner and a wider 
audience. Applicant has considered this request carefully and has added 
extensive explanatory material that is much more approachable for the non- 
specialist and has a less steep learning curve. Applicant hopes this material 
will assist the examiner in his work of reviewing this patent. 

8.2 Pairs 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or 
Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, 
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see http://pair-direct.uspto.gov. Should you have questions on access to the 
Private PAIR system, contact the Electronic Business Center (EBC) at 866- 
217-9197 (toll-free). If you would like assistance from a USPTO Customer 
Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
2-1 Response 

Applicant is educating himself on PAIR and has downloaded the forms to 
apply for registration. 
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Respectfully submitted, 
Mark S. Tenney 
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